United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



10/816,766 



04/02/2004 



Pierre Dournel 



23416 7590 09/30/2004 

CONNOLLY BOVE LODGE & HUTZ, LLP 
P O BOX 2207 
WILMINGTON, DE 19899 



05129-00079-US 



2789 



EXAMINER 



HARDEE, JOHN R 



ART UNIT 



PAPER NUMBER 



1751 

DATE MAILED: 09/30/2004 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



uTTicG Mciion oummary 


ADDliratinn Nln 

10/816,766 


Mppncant(sj 

DOURNEL ET AL 


Examiner 

John R. Hardee 


Art Unit 

1751 





Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)D Responsive to communication(s) filed on . 

2a)D This action is FINAL. 2b)M This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 11, 453 O.G. 21 3. 

Disposition of Claims 

4) [X] Claim(s) 12-34 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) Q Claim(s) is/are allowed. 

6) D Claim(s) 12-14,16 and 22-34 is/are rejected. 

7) E3 Claim(s) 15 and 17-21 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)S Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
-a)E3 All b)D Some * c)M None of: 

1 .□ Certified copies of the priority documents have been received. 

2. [XI Certified copies of the priority documents have been received in Application No. 09/868,403 . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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2) O Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) Information Disclosure Statement(s) (PTO-1 449 or PTO/SB/08) 5 ) □ Notice of Informal Patent Application (PTO-1 52) 
Paper No(s)/Mail Date 04022004 . 6) □ Other: . 
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DETAILED ACTION 

Election/Restrictions 

1 . Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 12-34, drawn to compositions comprising perfluorocarbons, 
classified in class 252, subclass 67. 

II. Claims 12-20 and 22-31, drawn to compositions comprising fluoroamines, 
classified in class 252, subclass 67. 

The inventions are distinct, each from the other because of the following reasons: 
The inventions are patentably distinct. A disclosure of one of the inventions 
would not anticipate or make obvious the other invention. 

2. Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art because of their recognized divergent subject 
matter, restriction for examination purposes as indicated is proper. 

3. During a telephone conversation with Mr. Ashley Pezzner on September 13, 
2004 a provisional election was made without traverse to prosecute the invention of 
Group I, claims 12-34. Affirmation of this election must be made by applicant in replying 
to this Office action. No claims were withdrawn from consideration as being drawn to 
non-elected inventions, but the claims were searched and examined only to the extent 
that they read on the elected invention. No claims can pass to issue until all non-elected 
subject matter has been deleted from the claims. 
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4. Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1 .48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1 .48(b) and by the fee required under 37 CFR 1 .17(i). 



Claim Rejections - 35 USC §112 

5. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

6. Claims 22 and 23 provide for the use of a solvent, etc, but, since the claim does 
not set forth any steps involved in the method/process, it is unclear what 
method/process applicant is intending to encompass. A claim is indefinite where it 
merely recites a use without any active, positive steps delimiting how this use is actually 
practiced. 

Claims 22 and 23 are rejected under 35 U.S.C. 101 because the claimed 
recitation of a use, without setting forth any steps involved in the process, results in an 
improper definition of a process, i.e., results in a claim which is not a proper process 
claim under 35 U.S.C. 101. See for example Ex parte Dunki, 153 USPQ 678 (Bd.App. 
1967) and Clinical Products, Ltd. v. Brenner, 255 F. Supp. 131, 149 USPQ 475 (D.D.C. 
1966). 
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7. Claims 16 and 20 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. Applicant has broadly claimed any and all azeotropic compositions 
comprising 1,1,1,3,3-pentafluorobutane and any and all non-fluorinated solvents as well 
as any and all azeotropic compositions comprising 1,1,1,3,3-pentafluorobutane and any 
and all perfluorinated solvents. The specification does not demonstrate that applicant 
knows the proportions in which all such compositions form azeotropes or if they form 
azeotropes at all. Applicant should amend the claim to recite only those compositions 
for which applicant has provided enabling disclosure. 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 
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4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

10. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

11. Claims 12-14, 19 and 24-34 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Michaud et al., US 5,973,055. The reference discloses water 
repellent compositions which comprise a hydrophobic active agent and a solvent or 
vector fluid which is compatible with the hydrophobic agent (col. 5, lines 10+). The 
solvent comprises at least one fluorinated hydrocarbon, which may be 1 ,1 ,1 ,3,3- 
pentafluorobutane and n-perfluorohexane. Note the disclosure at col. 4, line 46 that the 
compositions should be non-flammable. The compositions may further comprise glycol 
ethers, which are both alcohols and ethers (col. 6, line 57), and they may comprise 
odorants such as limonene, which is a hydrocarbon (col. 7, line 18). While the reference 
does not specifically teach the formulation of compositions comprising more than 5% of 
the fluorinated amine, such can be done by following the general teachings of the 
reference. This reference differs from the claimed subject matter in that it does not 



Application/Control Number: 1 0/81 6,766 Page 6 

Art Unit: 1751 

disclose a composition which reads on applicant's claims with sufficient specificity to 
constitute anticipation. 

It would have been obvious at the time the invention was made to make such a 
composition, because this reference teaches that all of the ingredients recited by 
applicants are suitable for inclusion in a water repellant composition. The person of 
ordinary skill in the surfactant art would expect the recited compositions to have 
properties similar to those compositions which are exemplified, absent a showing to the 
contrary. Regarding claim 33, the examiner notes that perfluoropentane is a one-carbon 
homolog of the disclosed perfluorohexane, and as such, the person of ordinary skill in 
the chemical art would expect it to have similar properties. 

In the case where the claimed ranges overlap or lie inside ranges disclosed by 
the prior art, a prima facie case of obviousness exists. In re Wertheim, 541 F.2d 257, 
191 USPQ 90 (CCPA 1976); In re Woodruff, 919 F.2d 1575, 16 USPQ2d 1934 (Fed Cir. 
1990). 

Applicant's recitation of intended use does not overcome the teachings of the 
prior art. 

Allowable Subject Matter 

12. Claims 15 and 17-21 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 
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13 . The following is a statement of reasons for the indication of allowable subject 
matter: The closest prior art of record is the reference relied upon above. It does not 
disclose or motivate the addition of any of the solvents recite in claim 15 or the addition 
of a surfactant. Regarding claim 21, formation of an azeotrope or pseudo-azeotropic 
mixture is a property not taught or made obvious by the prior art of record. 

14. Any prior art made of record and not relied upon is of interest and is considered 
pertinent to applicant's disclosure. 

1 5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to the examiner, Dr. John R. Hardee, whose telephone 
number is (571 ) 272-1318. The examiner can normally be reached on Monday through 
Friday from 8:00 until 4:30. In the event that the examiner is not available, his 
supervisor, Dr. Yogendra Gupta, may be reached at (571) 272-1316. 

The fax phone number for the organization where this application or proceeding 
is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
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For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). 




John R. Hardee 
Primary Examiner 
September 20, 2004 



